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This is an appeal under 35 U. S.C. § 134 fromthe final
rejection of clainms 1 through 10, all of the clains in the
application.?

THE | NVENTI ON

Appel lants invention is directed to a dental adhesive
system conpri si ng an adhesi ve conponent and a pl asti ci zer
havi ng the characteristics of | ow vapor pressure at a
tenperature of an oral cavity, low solubility with water and

saliva, and low toxicity in anobunts used in the adhesive.

THE CLAI M5
Claim1l is illustrative of appellant’s invention and is
repr oduced bel ow.
1. A dental adhesive systemwhich permts easier renoval

of ceram c brackets from an enanel ed tooth surface conpri sing:

(a) an orthodontic adhesive curable w thout the
application of any supplenental heat, which bonds a ceranic
bracket to the enanel ed tooth surface; and

(b) a plasticizer added to the orthodontic adhesive which
pronotes a ductile failure nmechanismw thin the adhesive rather
than a brittle nmechani sm when debondi ng the ceram c bracket,
the plasticizer having a | ow vapor pressure at a tenperature of

2 Two anmendnents after final under 37 CF.R 8§ 1.116 were
presented by appellants, on March 30, 1994 and May 20, 1994.
Nei t her anendnment was entered by the exam ner. See the
advi sory actions dated April 20, 1994 and June 10, 1994
respectively.
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an oral cavity thereby not significantly volatilizing at this
tenperature, the plasticizer having little solubility with
water and saliva to prevent extraction and preserve the

pl asticizing effect, the plasticizer not being acutely toxic in
the doses to be used in conjunction with the adhesive.

THE REFERENCES OF RECORD
As evidence of unpatentability, the exam ner relies upon

the follow ng references of record.

Kilian et al. (Kilian) 4,010, 545 Mar. 8,
1977
Lee, Jr. et al. (Lee) 4, 340, 529 Jul . 20,
1982
Olowski et al. (Ol owski) 4,479, 782 Cct. 30,
1984
Cohen 5,154,613 Cct. 13,
1992

THE REJECTI ONS
Claims 1 and 10 stand rejected under 35 U.S.C. § 112,
par agr aph one, “as the specification as originally filed, does
not provide support for the invention as now cl ai ned.”?3
Clains 1 and 3 through 9 stand rejected under 35 U. S. C
8§ 102(b) as anticipated by Kilian or Ol owski .
Clains 1 and 5 through 9 stand rejected under 35 U S. C

§ 102(b) as anticipated by Lee.

SAnswer, page 3.
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Clainms 1, 2, and 5 through 10 stand rejected under 35

U S C 8§ 102(e) as anticipated by Cohen.
OPI NI ON

As an initial matter, appellants submt that claim 10 does
not stand or fall together with the first group of clains, 1
t hrough 94  Accordingly, we select claim1, the sole
i ndependent claimfromthe first group of clains and claim 10
as representative of appellant’s invention and limt our
consideration to these clains. 37 CF.R 1.192(c)(5) (1993).

We have carefully considered the respective argunents of
exam ner and appellant for patentability. W sustain the
rejection over the Cohen reference as to clains 1, 2 and 5
through 9. W reverse the rejections under 35 U.S.C. 112,
par agr aph one, and the rejections over Kilian or Ol owski, and
Lee and the rejection of claim 10 over Cohen.

The 112 paragraph one Rejection

In a rejection under 35 U S.C. 8§ 112, paragraph one,
witten description requirenent, it is sufficient if the
originally filed disclosure would have conveyed to one of

ordinary skill in the art that appellants had possession of the

“‘Bri ef, page 7.
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i nvention that is clained. In re Anderson, 471 F.2d 1237,

1244, 176 USPQ 331, 336 (CCPA 1973). 1In the case before us,
appel l ants and exam ner agree that the negative limtation
recited in clains 1 and 10, “curable w thout the application of
any suppl enental heat,” does not appear in the specification as
filed. See Brief, page 8, and Answer, page 3. Accordingly, the
i ssue before us is whether the originally filed disclosure
woul d have conveyed to one having ordinary skill in the art

t hat appel | ants had possession of the concept of curing their
dental adhesive without the application of supplenental heat.
We conclude that it did. Although the disclosure is silent as
to the use of heat, it can reasonably be said that appellants’
silence woul d have disclosed to one of ordinary skill in the
art that the dental adhesive would have been “curable” in the
absence of heat. Based upon the above consi derations, we
conclude that the originally filed disclosure would have
conveyed to one of ordinary skill in the art that appellants
had possession of the concept of curability in the absence of

heat. See Ex parte Parks 30 USPQ2d 1234, 1236-7 (Bd App.

1993); Ex Parte Grasselli 231 USPQ 393, 394 (Bd. App. 1983).

Accordingly, the rejection is reversed.
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The Rejections under 35 U S.C. § 102

In the rejections under 35 U S.C. 8 102(b) over Kilian or
Ol owski, and Lee, the exam ner uniformy finds that other
conponents present in each of the above nentioned references
are “presuned to be plasticizers.” See Answer, page 4.
Appel lants in each of the above rejections have disputed the
exam ners findings. See Brief, pages 13 - 18 and Reply Brief ,
pages 1 - 2. Not wi t hst andi ng appel | ant’ s chal | enge, the
exam ner has mai ntained his presunption that the other
conponents are plasticizers. It is well settled that where
appel  ant has chall enged a fact officially noticed, the
exam ner nust provide objective evidence in the pertinent art
in support of his position. The examner’ failure to provide
such evidence to support the challenged officially noted fact

constitutes clear and reversible error. See In re Ahlert 424

F.2d 1088, 1091, 165 USPQ 418, 420-421 (CCPA 1970); Ex parte
Natal e 11 USPQ2d 1222, 1226-1227 (Bd. Pat. App. & Int. 1989).
Accordingly, the rejections over Kilian, Olowski and Lee are
reversed

The rejection over Cohen differs fromthe rejections over

the other prior art references. Cohen discloses a dental
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adhesi ve containing the two essential conmponents of the clained
subj ect matter, adhesive and plasticizer. See colum 3, |ines
62 - 66 and colum 4, lines 7 - 27. W find that patentee’s
dental cenent is curable w thout heat as evidenced by Exanpl es
1 through 7. Moreover, as the dental adhesive of Cohen is used
in the oral cavity, we find that the characteristics of the

pl asticizers used by patentee and required by the clained
subject matter, of “low vapor pressure at a tenperature of an
oral cavity,” “little solubility with water and saliva” and
“not being acutely toxic,” are inherently present in the

pl asticizers of Cohen. These recited characteristics are ones
whi ch are necessarily present in dental adhesives to be useful
in the oral cavity.

Furthernore, we cannot agree with appell ants argunent
that the dental adhesive conposition of Cohen, “is
significantly different fromthat of the applicants...” In
determ ning the distinctions between the adhesives, if any, our
focus is directed to the clainmed subject matter. Qur
construction of claiml1, is theat the clainmed subject matter is
directed to a dental adhesive conprising adhesive and

pl asticizer, wherein the plasticizer has certain required
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characteristics and the adhesive is curable w thout the
appl i cant of suppl enental heat. Based on the above construction
of the claimed subject matter, we find that Cohen discloses the
requi site conponents and characteristics of claim1. Based upon
t he above considerations the rejection of claim1l is sustained.
However, as to claim 10 which requires,“a solubility
paranmeter from about 17.5 MPA* to about 22.5 MPA% ' the
exam ner’s nere presunption that the plasticizers of Cohen have
solubility paranmeters within the claimed range constitutes

insufficient evidence to establish a prinma facie case of

anticipation. To establish a prinma facie case of anticipation

based on inherency, it nust be shown that the solubility
par anmet er val ues are inherently possessed by Cohen’s
pl asticizers. On the record before us, there is no evidence to

support the examiner’s position. See In re King 801 F.2d 1324,

1327, 231 USPQ 136, 138-139 (Fed. Cr. 1986); lIn re Best 562

F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). Accordingly,

the rejection of claim10 is not sustai ned.
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DECI SI ON

The rejection of clains 1 and 10 under 35 U S.C. § 112,
par agr aph one, “as the specification as originally filed, does
not provi de support for the invention as now clained,” is
reversed

The rejection of clains 1 and 3 through 9 under 35 U. S. C.

8§ 102(b) as anticipated by Kilian or Ol owski is reversed.

The rejection of clains 1 and 5 through 9 under 35 U. S. C
8 102(b) as anticipated by Lee is reversed.

The rejection of clains 1, 2, and 5 through 9 under 35
US C 8 102(e) as anticipated by Cohen is affirnmed. The
rejection of claim10 under 35 U.S.C. 8§ 102(e) as antici pated
by Cohen is reversed.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 C F. R
§ 1.136(a).
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